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DETAILED ACTION 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, drawn to a bicycle wheel, classified in class 301 , subclass 5.1 . 

II. Claim 7, drawn to a method of shipping, storing, and servicing bicycle 
wheels, classified in class 156, subclass 1 10.1 . 

2. Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product. See MPEP § 806.05(h). In the instant case, the product as claimed 
can be used in a materially different process of using the product, for example one in 
which an inner tube is not inflated and subsequently deflated (can be a tubeless tire 
construction). 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with David Brezina on March 28, 2006 a 
provisional election was made with traverse to prosecute the invention of a bicycle 
wheel, claims 1-6. Affirmation of this election must be made by applicant in replying to 
this Office action. Claim 7 is withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 103 



Application/Control Number: 10/810,077 Page 3 

Art Unit: 1733 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2, 3, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lo (US 6,318,428) and further in view of Lefebvre (EP 633150). As best depicted 
in Figures 3 and 4, Lo is directed to a bicycle wheel construction having a tire and a rim 
with a tire well, spoke bed, and brake walls. The wheel construction further includes (1) 
a flexible seal member 13 (full width rim strip) that extends over the entire axial 
dimension of the tire and (2) a valve 1 32. Furthermore, the reference suggests that the 
wheel construction can be used with or without an inner tuber (Column 2, Lines 30-35). 
However, the sealing member 13 of Lo fails to include integral raised circumferential 
ridges to aid in sealing the tire. Lefebvre, on the other hand, is directed to an extremely 
similar wheel construction in which a seal member is provided with a pair of raised 
circumferential ridges in order to retain the heels of the tire against the sides of the tire 
(Abstract). One of ordinary skill in the art at the time of the invention would have found 
it obvious to include ridges in the seal member of Lo to obtain the benefits detailed 
above. It is emphasized that the benefits detailed by Lefebvre are analogous to those 
outlined in the claimed invention. Absent any conclusive showing of unexpected 
results, one of ordinary skill in the art at the time of the invention would have readily 
appreciated including ridges in the seal member of Lo. Lastly, it is unclear if the flange 
structure of Lo satisfies the "hook bead flanges" of the claimed invention. In any event, 
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such a structure is extremely well known and conventional in the manufacture of bicycle 
tires, as shown for example by Lefebvre. 

As to claim 6, the combination of elements of Lo in view of Lefebvre can be 
viewed as a "kit". 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lo and 
Lefebvre as applied in claim 2 above and further in view of Nakasaki (DE 3715669). In 
describing the seal member, Lo suggests a flexible material, such as rubber (Column 2, 
Lines 20-25). It is clearly evident that rubber is only exemplary and one of ordinary skill 
in the art at the time of the invention would have found it obvious to use any well-known 
and conventional material used in similar sealing constructions. Nakasaki recognizes 
the alternative use of plastics and rubber in an extremely similar sealing layer and as 
such, one of ordinary skill in the art at the time of the invention would have found it 
obvious to form the seal member of Lo from a plastic material absent any conclusive 
showing of unexpected results. Based on the disclosure of Nakasaki, rubber and 
plastics are seen to provide a sufficient seal across the tire. 

8. Claims 1 , 2, and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lo and further in view of Lefebvre and Koziatek (US 6,782,931). As detailed 
above, Lo in view of Lefebvre substantially teach the claimed wheel construction. The 
references, however, are silent as to the inclusion of a sealing material prior to inflation. 
However, it is well known to include a sealing material when forming similar bicycle 
wheel constructions, as shown for example by Koziatek (Column 2, Lines 26+). In this 
instance, the inclusion of a sealing material insures an airtight contact between the 
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beads and the rim, which is consistent with the benefits associated with the inclusion of 
a seal member (as is detailed in Lo and Lefebvre). As such, one of ordinary skill in the 
art at the time of the invention would have found it obvious to include a sealing material 
in the wheel construction of Lo absent any conclsuive showing of unexpected results. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin R. Fischer whose telephone number is (571) 

272- 1215. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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